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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Bonusbox GmbH
Entity Limited Liability Company Citizenship Germany
Address SchAfnhauser Allee 44a

Berlin, 10435

GERMANY

Attorney informa- | Paul G. Juettner

tion Greer, Burns & Crain, Ltd.

300 South Wacker Drive Suite 2500

Chicago, IL 60606

UNITED STATES

tmdocket@gbclaw.net, smelby@gbclaw.net, pjuettner@gbclaw.net,
Icrain@gbclaw.net Phone:(312) 360-0080

Registration Subject to Cancellation

Registration No 4083747 | Registration date | 01/10/2012

Registrant Netmasons Incorporated
4367 South 100 West
Anderson, IN 46013
UNITED STATES

Goods/Services Subject to Cancellation

Class 035. First Use: 2008/02/07 First Use In Commerce: 2010/07/13

All goods and services in the class are cancelled, namely: Providing incentive award programs for
customers through issuance and processing of loyalty points for on-line purchaseof company's goods
and services

Grounds for Cancellation

Abandonment Trademark Act section 14

Other False Declaration, Trademark Act Sections 1 and
14

Attachments 117292 .petition.to.cancel.pdf(21330 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.


http://estta.uspto.gov

Signature

[Paul G. Juettner/

Name

Paul G. Juettner

Date

05/06/2014




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRAL AND APPEAL BOARD

PETITION FOR CANCELLATION

Petitioner believes that it will be daged by U.S. Traeilmark Registration
No. 4083747 for thenark Bonusbox, and herebytp@ns to cancel the same.

The grounds for cancetlan are as follows:

1. Petitioner, Bonusbox GmbH is a ited liability company existing under
the laws of Germany and having a principkace of business at Schénhauser Allee 44a,
10435 Berlin GERMANY.

2. On information and belief, the Regisitas an Indiana corporation located
at 4367 South 100 Westnderson, Indiana 46013.

3. Petitioner is the owner of U.Brademark Applicatio No. 79143344 for
the mark ‘BONUSBOX & design” foComputer software for bonus and incentive
programs for electronic commerce applicats, online advertising @online sales, in
particular via electronic interactive sociaktworks, including Feebook; database and
database management softwéseinteractive electronic networks, including the
Internet; downloadable eleainic publications about bonad incentive programs for
electronic commerce applications, online adising and online sales; all of the
foregoing goods not for the operation or support of the afp@n of amusement games,
electronic games and games of chance for udeasmputers or screens and parts of the

aforesaid goods in International Class 9;Advertising services and promotional



publicity, in particular in the field dbonus and incentive programs; professional
business and organizational catigncy, in particular in tle field of bonus and incentive
programs; marketing, in particular in the field of bonus and incentive programs;
arranging and distributing ohdvertising goods and/or incewve services of all kinds;
business consultancy, in gigular in the field of bonuand incentive psggrams; goods
and service presentationsamely bonus programs, indere programs and advertising
programs, in particular via electronic intecive social networks, including Facebook;
compilation, updating and storing of datadatabases; online pubktions, in particular
in the field of bonus aniticentive programs; online provision of information, in
particular in the field of bonus andcentive programs; database manageniant
International Class 35; andéchnical design and suppat bonus and incentive
programs, in particular via electronic intective social networks, including Facebook;
data capture and data management, in patac in the field of bonus and incentive
programs via electronic interactive socratworks, including Facebook; design of
databases; computer services in the fieldmfne data exchange, particular in the
field of customer service, customer suppsale and arranging dfonus and incentive
programs via electronic interactive sociatworks, including Facebook; providing
technological online data; design and deysteent of computer hdware and software;
operation of a platform for bonus and imtere programs via electronic interactive
social networks, including Feebook; technical advice relating to the operation of an

online platform for bonus and incentive progrs, in particular on the Internet; technical



advice relating to the operation of an elexctic platform for bonus and incentive
programs, in particular Facebogkin International Class 42.

4. On March 12, 2014, the U.S.tBat and Trademark Office refused
registration of Petitioner's U.S. Traderkakpplication No. 79143344 for “BONUSBOX
& design” under Section 2(d) of the Tradam Act, 15 U.S.C. 8052(d) based on an
asserted likelihood of con$ion with U.S. Registrain No. 4083747or the mark
Bonusbox.

5. On information and belief, Respondent is the owner of U.S. Registration
No. 4083747 for the mark Bonusbox foProviding incentive award programs for
customers through issuancedh processing of loyalty points for on-line purchase of
company's goaland servicé€sn International Class 35.

6. On information and belief, Resparmd is not currently rendering the
services of “providing ingdive award programs for stomers through issuance and
processing of loyalty points for on-line puase of company's goods and services” in
commerce under ti@onusbox mark.

7. On information and belief, in thiaree consecutive years preceding the
filing date of this cancellation action, §®ndent did not render the services of
“providing incentive award pragms for customers througbsuance and processing of
loyalty points for on-line purchase of coany's goods and services” in commerce under
the Bonusbox mark.

8. On information and belief, as of andoprto June 3, 2011, the filing date of

the application that resulted in RegisiatiNo. 4083747, Respondemad not rendered



the services of “providinghcentive award programs feustomers througlssuance and
processing of loyalty points for on-line puase of company's goods and services” in
commerce under tHBonusbox mark.

9. Petitioner is likely to be damatjeby the continued registration of

Respondent’s mark.

COUNT | — FALSE DECLARATION

10. Petitioner realleges @nncorporates herein bseference each and every
allegation of paragraphs 1 through 9 of this Petition.

11. On or about June 3, 2011, in ippkcation that resulted in Registration No.
4083747, Respondent declared that the Bonusbox mark “wasdad at least as early as
02/07/2008, and first used in commerce at laastarly as 07/13/2018nd is now in use
in such commerce” in cmection with “Providingincentive award programs for
customers through issuance and processingpyalty points foron-line purchase of
company’s goods and services.”

12. On information and belief, Respondemt&claration was false in that as of
June 3, 2011 Respondent haat actually renderethe recited services in commerce and
therefore had not usekde mark in commerce.

13. Registration No. 4083747 was val initio due to the false declaration,
and therefore, Registration Né083747 must be cancelled un&ections 1, 3 and 14 of

the Trademark Act, 15 5881051, 1053 and 1064.



COUNT Il - ABANDONMENT

14. Petitioner realleges andcorporates herein by fexence each and every
allegation of paragraphstiirough 13 of this Petition.

15. On information and belief, Resment has discontinued use of the
Bonusbox mark with intent mdo resume use in connemti with “providing incentive
award programs for customdigough issuance and processing of loyalty points for on-
line purchase of company's goods and services.”

16. Respondent has abandoned the Blooxi mark, and therefore Registration

No. 4083747 must be cancelled under Secti of the Trademark Act, 15 USC § 1064.

WHEREFORE, Petitioner prays that Respondent’s Registration No. 4083747 for
the mark Bonusbox beancelled in whole.
The required $300 fee is being aofpad to Deposit Account No. 07-2069.
Respectfullysubmitted,
BonusboxGmbH

By:/PaulG. Juettner/
Attorneyfor Petitioner

GREER, BURNS & CRAIN, LTD.

300 South Wacker Drive

Suite 2500

Chicago, lllinois 60606

(312) 360-0080

tmdocket@gbclaw.net




CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing PETITION FOR
CANCELLATION has been served on:
Netmasons Incorporated

4367 S 100 W
Anderson, IN 46013-3633

by first-class, on this "6 day of May , 2014.

/PaulG. Juettner/

Attorney for Petitioner
Bonusbox GmbH

GREER, BURNS & CRAIN, LTD.
300 South Wacker Drive

Suite 2500

Chicago, lllinois 60606

(312) 360-0080
tmdocket@gbclaw.net




